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Krishnan S Menon 



Applicant(s) 

KELLY ET AL. 



Art Unit 
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rrh e MAILING DATE of f/»/s con,n,unicat,on app ears on tHe cover sT^^t^^Mtii^t^^^ address 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 

. I, NO period for reply is specified above the "^^l™^^ 7/^,^°!^^^^ to be^me ABANDONED (35 U^S.C. § 133). 

' earned patent term adlustment. See 37 CFR 1.704(b). 

Status ^ 

I )IE1 Responsive to communication(s) filed on 14 June 2002 . 

2an This action is FINAL 2b)El This action is non-fmai. 

Disposition of Claims 

4) 13 Claim(s) 1M "s/are pending in the application. 

4a) Of the above ciaim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) n Claim(s) is/are rejected. 

7) 0 Claim(s) 2.23.25 is/are objected to. 

8) 0 ciaim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)^ accepted or b)^ objected to by the Examiner^ 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 C R 1^85(a). 

I I )□ The proposed drawing correction filed on is: a)D approved bjD disapproved by the Exam.ner. 

If approved, corrected drawings are required in reply to this Office action. 

12) 0 The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. §§119 and 120 

1 3) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)nAll b)n Some*c)D None of: 

1 □ Certified copies of the priority documents have been received. 

2 □ certified copies of the priority documents have been received in Application No. 

SO copies of the certified copies of the priority ^^^^^^^^^^ --^^ ^^'^ ''''' 

aoDlication from the International Bureau (PCT Rule 17 2(a)). 
* see the attache dSled Office action for a list of the certified copies not received. 

14) ^ Lowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application), 
a) □ The translation of the foreign language provisional appjca^on has been rece^ed^ 

15) 0 Acknowledgment is made of a claim for domestic pnonty under 35 U.S.C. §§ 120 and/or . 

Attachment(s) ^ ^^^^^^^ ^^^^^^ 3^ p^p^^ ^^^^^ 

1 ) IE! Notice of References Cited (PTO-892) j-, ,^^^^3, ^^^^^ Application (PTO-1 52) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948 5 U 

3 El information Disclosure Statement(s) (PTO-1449) Paper No(s) 2 . '-' 
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AppUcation/Control Number: 09/759,920 ^^^^ " 

Art Unit: 1723 

DETAILED ACTION 
Priority 

Applicant's claim for domesttc pnonty under 35 U.S.C. 119(e) is acknowledged. However, 
the provisional appUcation upon which priority is claimed faHs to provide adequate support under 35 
U.S.C. 112 for claims 3,4,9,10, of this appHcation. The referenced claims depend on the "zeta 
potential" of the filter. However, the provisional appHcadon number 60/176363 does not specify 
the zeta potential for the filters. Moreover, the figures 3-9 m the provisional appHcation do not 
seem to agree with the figures 3-7 of the mstant appUcation. Figures 4-7 in the mstant application 
and the corresponding disclosure in the specification seem to be new matter when compared to the 
figures in the provisional application. 

Claim Objections 

Clam. 2 IS objected to because of the following informalities: the phrase "wherem the fluid 
is an aqueous . . ." is repeated. Appropriate correction is required. 

Claim 25 is objected to because of the foUowmg informaHties: "acrylamide monomers" is 
repeated. Appropriate correction is required. 

Claim Rejections ■ 35 USC %112 

1. Claim 31 IS rejected under 35 U.S.C. 112, first paragraph, as contaming subject matter which was 
not described m the specification in such a way as to enable one skilled m the art to which it 
pertains, or widi which it is most nearly connected, to make and/or use die mvention. The term 
. .pores filter. . is ambiguous, and the ".. diameter between ..." reads as if that of the diameter of 
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the filter kself. The claim wiU be acceptable if corrected to read . .(pore) porous filter. . ." and "... 
nominal pore diameter between.." 

2. Claims 20 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite for failing to 
particularly point out and distinctly claim the subject matter which appHcant regards as the 
invention. 

Regarding claim 20, the phrase "or the like" renders the claim(s) indefimte because the 
claimCs) mclude(s) elements not acmaUy disclosed (those encompassed by "or the Hke"), thereby 
rendering the scope of the claim(s) unascertainable. See MPEP § 2173.05(d). 

Double Patenting 

Claim 23 is objected to under 37 CFR 1 .75 as being a substantial dupUcate of claim 22. 
When two claims in an application are duplicates or else are so close in content that they both cover 
the same thing, despite a sHght difference in wording, it is proper after aUowing one claim to object 
to the other as being a substantial dupUcate of the aUowed claim. See MPEP § 706.03(k). 

AppUcant is advised that should claim 22 be found aUowable, claim 23 wiU be objected to 
under 37 CFR 1.75 as being a substantial duplicate thereof. When two claims m an application are 
dupUcates or else are so close m content that they both cover the same thing, despite a sHght 
difference in wordmg, it is proper after aUowing one claim to object to the odier as being a 
substantial dupUcate of the allowed claim. See MPEP § 706.03(k). 

Claim Rejections - 35 USC § 102 
The following « a quotadon of d,. appropnat. paxagraphs of 35 U.S.C, 1 02 Aa. form 
basis for the tejecdons under this section tnade in this Office action: 
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A person shaU be entitled to a patent unless - 

C^s ,,5,,B,n-13.W-26. 50 and 3. .,ec,ed u„d« 35 U.S.C. ,02^ as b=.g 

anticipated by PaU (US 4,431,545), 

M (545) isclces a Uc,u.d ffltet, a system and a method (by examples) compt.s«,g t.vo 
Bltets . set.es (abs„act) .,tb pote dta .om 0.1 to ,0 mtetons (eo. 1:,5-Z5, and 0.1 to 1.0 maeton 
.bsttaet) and tbe surface s„bst,n«y neuta, . selected «u.ds as desctibed .be d^sdosnte cl 

.e.ns.antapp>tcan„n.Tbe.stan.appUca.ondtsc,„ses.etapot.nnalol-,Oto.lOmVrot.e 

..„en,«l filte.. The .stan. appltcanon a.o sho.s tba. tbe LRV .s 3 only .ben dte membrane and 
.be patbdes bave oppostte cbatges (ftg « and 7). LRV faUs below 3 wben tbe membtane and *e 
patdcles bave same ebatge. Tl,e flutd could be a,„eous lot PaH (545). Patt dtscloses «Vs >3 
,„ temoval cottesponds to an LRV of 4) (absuact). PaU (545) bas membtane .betend, 
„e„.al (CO. 2: 18-60), and dtsCoses surface modtfcauons (col 7: ,0-68), matettals sucb as 
Polyoleftns, flnonna.ed polymcs. actyltc actd and actyUte sutlace modtflets (co, 8. 38-55). Tbe 
sutlace lEP witb pH of PaU (545) ts descnbed as neuual to cban« ftom postdve to negauve 
(col 5:55-65). 



The following is a quotation o 
rejections set forth in this Office action: 



Claim Rejections - 35 USC § 103 

f 35 U.S.C. 103(a) which forms the basis for aU obviousness 



(a) A patent may not 



It may not oe oul^h^- — t,- ^^.i-pr <;oupht to be patentea ana uic po-i^^ — 

invention was made. 
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T.e facial in,uHes se. fo«h . G™*.» vj* C... 383 U.S. 1, .48 USPQ 459 (,966), 
d,a, «e appUed for estabBstog a background for d«ern^g obviousness under 35 U.S.C, 103(a) 

are summarized as follows: 

nonobviousness. 

Claims 3,4.6,9.10, andlT are rejected under 35 U.S£. 103(a) as be,ng unpa.emable over Pall 
(545) in view of Pall (US 4,617,124). 

Pall (545) discloses a liquid fflter, a system and a method (by examples) comprising ..o 
filters m series (absrract) witb pore dia from 0.1 lo ,0 nucrons (col 1 :15-25) and 0.1 to 1 .0 micron 
(^.stract) and Uie surface sub.tand..y neu„a, in selected fluids as described witbin tbe disclosure of 
tbe .stant appUca.on. THe inst^t appUcanon discloses .eta potenoal of -10 to . 10 mV for tbe 
-neutral filtef. The mstant apphcauon also shows that the LRV is 3 oriy when tbe membrane and 
the paruc.es have opposite charges (fig 6 and 7). LRV faUs below 3 when the membrane and the 
parnc.es have same charge. Ue fluid could be aqueous for PaU (545). PaH discloses LRVs >3 
(99.99% removal corresponds to an LRV of 4) (abs^act). Pall (545) has membrane inherendy 
neutral (co. 2, .8-60). and ^sdoses surface modiEcabons (co. 7: 10-68). materials such as 
Polyolelins, fluormated polymers. acryUc acid and acrylate surface mothflers (co. 8, 38-55). The 
surface lEP wida pH of PaB (545) fUter is described as neu.a. to chang^g from posmve to negauve 
(col 5:55-65). 

Pan (545) is sdent on die acm^ values of the .eta potennal staung simply diat it should be 
less dian 20 mV. PaU (124) teaches die values of die "posidve.. fdter as less than ,0 mV, or even 
.ess dran 5 mV (Tables .V-V^. It wou.d be obvious to one of ordinary sUl m the art at the dme of 



AppUcation/Control Number: 09/759,920 ^ 
Art Unit: 1723 

mvention to use PaU (124) teachings to have a filter, filtering system or a method of filtration 
wherein the filter surface Zeta potential is between -5 and +5 mV, or close to being neutral to 
selective Uquids and pH range for the Pall (545) two-filter in series system. One of ordmary skiU in 
the art at the tmie of invention could chose such a filter or system as alternate but equivalent 

product and/ or system. 

Claim 17: Pall (545) does not disclose ceUulosic materials for the filter. However, one of 
ordinary skill m the art at the time of invention would know that cellulosic materials could be used 
as alternate and would be equivalent to the materials Pall (545) teaches. 

2. Claims 14,15 and 29 are rejected under 35 U.S.C. 103(a) as being unpatentable over Pall (545) or 

Mayhan (US 4,311,573). 

PaU (545) discloses a liquid filter, a system and a method (by examples) comprising two 
filters in series (abstract) with pore dia from 0.1 to 10 microns (col 1:15-25) and 0.1 to 1.0 micron 
(abstract) and the surface substantiaUy neutral m selected fluids as described within the disclosure of 
the instant application. Hie instant appUcation discloses zeta potential of -10 to +10 mV for the 
"neutral filter". The instant application also shows that the LRV is 3 only when the membrane and 
the parucles have opposite charges (fig 6 and 7). LRV faUs below 3 when die membrane and die 
particles have same charge. The fluid could be aqueous for PaU (545). PaU discloses LRVs >3 
(99.99% removal corresponds to an LRV of 4) (abstract). PaU (545) has membrane inherentiy 
neutral (col 2: 18-60), and discloses surface modifications (col 7: 10-68), materials such as 
Polyolefms, fluorinated polymers, acrylic acid and acrylate surface modifiers (col 8: 38-55). The 
surface lEP with pH of PaU (545) filter is described as neutral to changing from positive to negative 
(col 5:55-65). 
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PaU (545) faUs to disclose cross-linking or grafting modification to the filter surface. Mayhan 
(573) teaches such modifications. It would be obvious to one of ordinary skill in the art at the time 
of invention to use the Mayhan (573) teachings to modify die surface of die PaU (545) filters as 
alternate but equivalent product compared to die instant appHcation for equivalent function. 

3. Claims 16 and 18 are rejected under 35 U.S.C. 103(a) as being unpatentable over PaU (545) in 
ofMcRay (US 5,582,725). 



view 



PaU (545) does not disclose ceramics or metals as the filter media. McRay (725) discloses 



ceramics ; 



and metals as filter media (col 2:20-33). One of ordinary skiU in the art at the time of 
invention could chose metal or ceramic materials as alternate but equivalent to the materials in PaU 
(545) teachings for die filters, and the metals could be stainless steel, etc. 

4. Claims 27, 28 and 29 are rejected under 35 U.S.C. 103(a) as being unpatentable over PaU (545) m 

view of Alder (US 5, 922,612). 

PaU (545) does not disclose a cross-linker and a photo imtiator widi die acryUc acid surface 
modification. Alder (612) teaches such cross-Unking reactions widi photo imtiators and N-N 
mediylene bis acrylamide for formation of hydrophUic polymer films. One of ordinary skiU in die 
art at die time of invention could chose die teachings of Adler (612) to obtain surface modified 
filters for use as taught by PaU (545) as an alternate but equivalent filter having equivalent function. 

Conclusion 

The prior art made of record and not reUed upon is considered pertinent to appUcanfs 

disclosure: 
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1. Ohmuia (US 6,312,950), blood filter with a stack of filters in series showing zeta potential 

effects 

2. Raghavan (US 5,531,900), microporous PVdF filter with Zeta potential effects 

3. Onodera (US 5,407,581): negatively charged membranes 

Any inquiry concerning this commumcation or earlier communications from the examiner 
should be directed to Krishnan S Menon whose telephone number is 703-305-5999. The examiner 
can normally be reached on 8:00-4:30. 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's supervisor, 
Wanda L Walker can be reached on 703-308-0457. The fax phone numbers for the organization 
where this appUcation or proceeding is assigned are 703-872-9310 for regular communications and 
703-872-9311 for After Final communications. 

Any inquiry of a general nature or relating to the status of this appHcation or proceeding 
should be directed to the receptionist whose telephone number is 703-308-0661. 



Krishnan S. Menon 
Patent Examiner 
July 1, 2002 





